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DETAILED ACTION 

Receipt of applicants' amendments and remarks submitted January 28, 2008 is 
acknowledged. 

Claim Rejections 35 U.S.C. 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bhatt et al. 
(USPN 6106808) in view of Ramin et al. (USPN 5683681), Samain et al. (WO 98/22077, US 
6,423,297 is the English equivalence) and Mougin et al. (WO 97/25021, US 6,395,265 is the 
English equivalence). 

3. Bhatt et al. discloses the administration of a composition comprising (1 ) a polyurethane 
resin (a polycondensate of polyoxyethylene diol, diethylene glycol, dimethylolpropionic acid, 
and methylene bis-cyclohexyl-4-4'-diisocyanatel', Gantrez A425 (a partial butyl ester of 
vinylmethylether/maleic anhydride copolymer); AMP; ethanol (a cosmetically acceptable 
medium); and water for setting hair (col. 4, lines 3-18; col. 14, lines 37-61; col. 26, line 50-col. 
27, line 29; Table 8). Bhatt et al. teaches that the compositions of the invention provide spray 
particle sizes of about 20 to 150 microns and that either a pump spray or an aerosol may be used 
(col. 4, line 20-col. 5, line 15). 
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4. Bhatt et al. does not specifically teach a spray wherein the hair composition has an 
average diameter of less than or equal to 80 microns. Furthermore, Bhatt et al. does not 
specifically teach that the composition administered therein comprises a film-forming polymer in 
addition to the polyurethane or the polyurethane has polysiloxane segment, or the other particular 
film forming agent with carboxylic acid group. 

5. Ramin et al. teaches that butyl esters of vinylmethylether/maleic anhydride copolymers 
are film-forming polymers (col. 2, lines 31-44). Samain et al. teaches that the particular film 
forming herein, i.e. VS80, (which contain acrylic acid moieties, see, example 1, at page 37 of the 
specification and the remarks of species election submitted 8/16/2001, and 10/24/2001) is 
particularly useful for aerosol hair fixing composition as fixing polymer or film-forming 
polymer. See, particularly, example 1 in US 6,423,297. Mougin et al. teach block copolymers of 
polyurethane and polysiloxane, which are particularly useful as film forming, or additive to a 
film- forming agent for hair treatment. The copolymer provides superior properties over known 
film forming agents in hair products. The copolymers may be used in any forms of conventional 
hair products, such as aerosol. See, particularly, the abstract, col. 2, lines 56-65; col. 10, lines 14- 
58; col. 11, lines5-30, and the claims (claim 54 in particular) in US 6,395,265. 

6. Accordingly, Bhatt et al. teaches administration of a composition comprising a 
polycondensate polyurethane; a film-forming polymer', and a cosmetically acceptable medium in 
a particle size of between 20 and 150 microns from either a pump spray container or an aerosol 
container for setting (holding) hair. 

Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to modify Bhatt' s method by incorporating the 
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copolymer disclosed by Mougin et al. and the anionic polymer disclosed by Samain et al in the 
hair composition, or substituting the polyurethane with the copolymer and other known film 
forming agent such as those disclosed by Ramin. 

A person of ordinary skill in the art would have been motivated to modify Bhatt's method by 
incorporating the copolymer disclosed by Mougin et al. and the anionic polymer disclosed by 
Samain et al in the hair composition, or substituting the polyurethane with the copolymer and 
other known film forming agent such as those disclosed by Ramin because the copolymers 
disclosed by Mougin et al, and as herein claimed, are known to provide superior properties as 
film forming agent or film forming additive for hair products and is particularly known to be 
useful in aerosol form. Similarly, the anionic polymer disclosed by Samain et al. is also known to 
provide superior properties as film forming agent or film forming additive for hair products and 
is particularly known to be useful in aerosol form. As to the droplet size, it is noted that the 80 
microns as herein claimed overlaps with the droplet size of 20 to 150 microns taught by Bhatt et 
al. One would have been motivated to administer the composition from Bhatt et al. from either a 
pump spray or aerosol container in a particle size less than or equal to 80 microns because of an 
expectation of success in imparting good hair setting retention and achieving a natural feel to the 
sprayed hair, as taught by Bhatt et al. (col. 4, lines 3-18). Note it is well settled that "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). Further, the optimization of a result effective parameter, e.g., the 
droplet size of aerosol, is considered within the skill of the artisan. See, In re Boesch and Slaney 
(CCPA) 204 USPQ 215. 
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7. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mougin et al. 
(WO 97/25021, or its' English equivalence, US 6,395,265, ) and Samain et al. (WO 98/22077, 
US 6,423,297 is the English equivalence), in further view of Bhatt et al. (USPN 6106808), and 
Malawer et al. (US 5,458,871) 

8. Mougin et al. teach block copolymers of polyurethane and polysiloxane, which are 
particularly useful as film forming, or additive to a film-forming agent for hair treatment. The 
copolymer provides superior properties over known film forming agents in hair products. The 
copolymers may be used in any forms of conventional hair products, such as aerosol. See, 
particularly, the abstract, col. 2, lines 56-65; col. 10, lines 14-58; col. 11, lines5-30, and the 
claims (claim 54 in particular) in US 6,395,265. Samain et al. teaches that the particular film 
forming herein, i.e. VS80, (which contain acrylic acid moieties, see, example 1, at page 37 of the 
specification and the remarks of species election submitted 8/16/2001, and 10/24/2001) is 
particularly useful for aerosol hair fixing composition as fixing polymer or film-forming 
polymer. See, particularly, example 1 in US 6,423,297. 

9. Mougin et al. do not teach expressly treating hair with a particular aerosol device 
comprising both polymeric materials and wherein 80 um droplets are generated. 

10. However, Bhatt et al. teaches that the hair spray compositions provide spray particle sizes 
of about 20 to 150 microns and that either a pump spray or an aerosol may be used (col. 4, line 
20-col. 5, line 15). Malawer et al. disclosed that for hair spray it is generally considered in the art 
that small droplet is desirable. See, column 1, lines 14-35. Such evidences would fairly support 
that droplet size in hair spray method is considered as result effect parameters. 
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Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
to prepare a hair style aerosol composition with the block copolymer of Mougin et al. and with 
the anionic polymer disclosed by Samain et al. as additional film forming agent, in a device so 
that a optimal and desirable droplet size would be generated. First, it is prima facie obvious to 
combine two compositions each of which is taught in the prior art to be useful for same purpose 
in order to form third composition that is to be used for very the same purpose; idea of 
combining them flows logically from their having been individually taught in prior art; thus, the 
claimed invention which is a combination of two known hair fixing polymer for processing hair 
sets forth prima facie obvious subject matter. See In re Kerkhoven , 205 USPQ 1069. Further, it is 
well settled that "[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re Aller, 
220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). Further, the optimization of a result 
effective parameter, e.g., the droplet size of aerosol, is considered within the skill of the artisan. 
See, In re Boesch and Slanev (CCPA) 204 USPQ 215. 

Response to the Arguments 

Applicants' remarks submitted January 28, 2008 have been fully considered, but are not 
persuasive. 

11. In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The cited references as a whole 
teaches that each and every ingredient herein is known in the art for hair treatments and is 
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particularly known to be used as aerosol. The claimed invention claims the treatment of hair by a 
composition comprising the two particular ingredients, wherein the composition is dispensed 
from a container. Such claim would have been obvious in view of the cited prior art. 
12. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, the teaching. Suggestion and motivation are found in the cited references and 
in the knowledge generally available to one of ordinary skill in the art. Applicant's attention is 
directed to KSR. 

In KSR, the Court rejected a rigid application of the teaching-suggestion-motivation test. 
KSR, 127 S.Ct. at 1739. The Court recognized that it is often necessary to look at the interrelated 
teachings of multiple references; the effects of demands of the marketplace; and the background 
knowledge possessed by a person of ordinary skill, "all in order to determine whether 
there was an apparent reason to combine the known elements in the fashion claimed." Id. at 
1740-41. Moreover, the "obviousness analysis cannot be confined by a formalistic conception of 
the words teaching, suggestion, or motivation, or by overemphasis on then importance of 
published articles and explicit content of issued patents." Id. at 1741. 

In instant case, the claim is drawn to a combination of known elements which yield no 
more than a predictable results. 
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13. In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., the 
composition is formulated in a way that is alleged to yield a better result) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). Applicants particularly argue that there is no clear motivation to 
combine the teachings of Mougin and Samain. Applicants' attention is directed to Mougin. 
Mougin et al. teach block copolymers of polyurethane and polysiloxane, which are particularly 
useful as film forming, or additive to a film-forming agent for hair treatment. (Emphasis added). 
It would have been obvious to combine the block polymer of Mougin et al. with other film 
forming polymer, such as those disclosed by Samain, particularly, in view of Kerkhoven. 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shengjun Wang whose telephone number is (571) 272-0632. The 
examiner can normally be reached on Monday, Tuesday, Thursday and Friday from 8 am to 2 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, can be reached on 571 272 0629. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Shengjun Wang/ 

Primary Examiner, Art Unit 1617 



